
 

UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 
 
 
 

TINKERS & CHANCE, a Texas partnership, 
 

Plaintiff, 
 

vs. 
 
LEAPFROG ENTERPRISES, INC., a Delaware 
corporation, 
 

Defendant. 
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Civil Action No. 2-05CV-349 TJW 
 
 

 
MOTION TO TRANSFER TO 

THE NORTHERN DISTRICT OF CALIFORNIA 

I. INTRODUCTION 

Defendant LeapFrog Enterprises, Inc. (“LeapFrog”) moves to change venue because no 

parties, witnesses, documents, or evidence are located in Texas.  Instead, all of the parties, 

witnesses, documents, and evidence are located in the Northern District of California.  LeapFrog 

accordingly requests that this Court transfer this case to the Northern District of California for 

the convenience of the parties, and because the Northern District of California has the most 

substantial connection to this litigation, which involves, in essence, two California lawyers suing 

a California business relating to an invention conceived in California and products developed in 

California. 

Although the Complaint alleges that plaintiff Tinkers & Chance is a “Texas partnership” 

located in Richardson, this is not what Tinkers & Chance recently represented to the United 

States Patent and Trademark Office (“PTO”).  On July 15, 2005, Tinkers and Chance partner, 

Brian Marcus, a California lawyer and a named inventor of the patent-in-suit, represented to the 

PTO that Tinkers & Chance was (or still is) a resident of San Francisco, California.  

Notwithstanding its representations to the PTO, as of August 1, 2005, the date it filed this case, 

Tinkers & Chance now purports to be a “Texas partnership” with offices in this district.  This 
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allegation, however, is a sham.  The Tinkers & Chance address set forth in the Complaint is one 

floor above plaintiff’s attorney’s offices in Richardson, Texas; there is no telephone listing for 

Tinkers & Chance in Texas; and there is no Texas Secretary of State registration for Tinkers & 

Chance. 

At a minimum, plaintiff’s principals, who are both California lawyers and the named 

inventors of the patent-in-suit, are located in the Northern District of California.  All activity 

relating to plaintiff’s patent licensing business – including its licensing efforts with regard to 

LeapFrog and all of its correspondence with the PTO – originated from the Northern District of 

California.  Moreover, defendant LeapFrog and all of its employees with knowledge regarding 

the allegations in this complaint, as well as its documents, are located in the Northern District of 

California. 

In addition, there are two cases already pending in the Northern District of California 

relating to the same patent-in-suit.  Publications International Ltd. filed a declaration judgment 

action on August 10, 2005 based on Tinkers & Chance’s infringement allegations made from 

Tinkers & Chance’s Northern California offices in 2005.  LeapFrog also filed a declaratory 

judgment action in the Northern District of California, and has filed a notice of related case to the 

Publications International Ltd. case. 

Moreover, Tinkers & Chance – or more specifically the partnership of “Heit and Marcus” 

– has previously availed itself of the Northern District of California forum in a patent 

infringement case it filed asserting infringement of a patent in the same family as the patent-in-

suit.  In that case, Mr. Marcus declared that, at least as of 2000, “Tinkers & Chance is a 

partnership consisting entirely of two individuals, Warren Heit and Brian Marcus (Heit and 

Marcus)” and represented to the Court that “Tinkers & Chance” was the nominal plaintiff in the 

case because “Heit and Marcus are Tinkers & Chance.”  Although Tinkers & Chance may now 

have an additional partner – also located in California – Tinkers & Chance is still a California 

concern. 

The applicable venue statute provides:  “For the convenience of the parties and witnesses, 

and in the interest of justice, a district court may transfer any civil action to any other district or 
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division where it might have been brought.”  28 U.S.C. § 1404(a).   Because all of the witnesses, 

documents, and other evidence, including the inventor plaintiffs reside in California, California 

is the most convenient venue.  The Northern District of California also has had the most 

substantial contacts with this litigation.  Accordingly, LeapFrog respectfully requests that this 

Court transfer this action to the Northern District of California. 

II. FACTS 

Plaintiff Tinkers & Chance “is in the business of licensing its patented technology to toy 

companies.” See Declaration of Eileen VanEss In Support Of Defendant Leap Frog’s Motion To 

Transfer (“VanEss Decl.”), Exh. 1.  Tinkers & Chance does not produce or sell any products, or 

engage in any other business.   

Plaintiff Tinkers & Chance, now alleged to be a Texas partnership, is comprised of two 

California lawyers, Warren Heit, a White & Case law firm partner located in Palo Alto 

California, and Brian Marcus, a partner in the San Francisco law firm of Vierra Magen Marcus 

Harmon & DeNiro LLP.  VanEss Decl., Exhs. 1-3; Declaration of Scott Wales (“Wales Decl.”),  

Exhs. 1-2.  Tinkers & Chance claims that it “is in the business of forming business relationships 

with companies such as LeapFrog so the companies can lawfully practice under Tinkers & 

Chance’s patented technology.”  Complaint at ¶ 7.   

Mr. Heit and Mr. Marcus are also the named inventors of the patent-in-suit, which 

resulted from one of the many continuation patent applications Mr. Heit and Mr. Marcus have 

filed relating back to Mr. Heit and Mr. Marcus’s 1995 filing of a patent application entitled 

“Character Recognition Educational System.”  Wales Decl., Exh. 3.  In the ten years that Mr. 

Heit and Mr. Marcus have been corresponding with the PTO relating to the 1995 patent 

application and all of its continuations, including the patent-in-suit, their activity and 

correspondence has originated from the Northern District of California.  Wales Decl., Exh. 4.  In 

fact, as recently as July 15, 2005, just two weeks before this suit was filed, Brian Marcus 

represented to the PTO that Tinkers & Chance resides in San Francisco, California.  Wales Decl., 

Exh. 5.  Similarly, on August 26, 2005, Brian Marcus transmitted information for another 

Case 2:05-cv-00349-TJW-CE     Document 8-1     Filed 09/23/2005     Page 3 of 9




4 

Tinker’s & Chance patent application to the PTO from his San Francisco, California office.  See 

Wales Decl., Exh. 6.   

In addition, in 2000, Tinkers & Chance filed a patent infringement suit in the Northern 

District of California alleging infringement of a patent in the same family as the patent-in-suit.  

See Wales Decl., Exhs. 7-8.  In filing that lawsuit, Tinkers & Chance alleged that venue was 

proper in the Northern District of California.  See Wales Decl., Exh. 8 at ¶¶3-5.  Tinkers & 

Chance also alleged that it was a California partnership.  Id.  In addition, and quite significantly, 

Tinkers & Chance represented in pleadings that “Heit and Marcus are Tinkers & Chance.”  

Wales Decl., Exh. 9 at 1, ln. 19.  Tinkers & Chance, in fact, described itself as the “nominal 

plaintiff in the action.”  Wales, Decl., Exh. 9 at 3, ln. 12.  Mr. Marcus also filed a declaration in 

that action in which he alleged that “Tinkers & Chance is a partnership consisting entirely of two 

individuals, Warren Heit and Brian Marcus (Heit and Marcus).”  Wales Decl., Exh. 10 at ¶2.  

Thus, at least throughout the pendancy of the 2000 patent infringement action brought by 

nominal plaintiff – Tinkers & Chance – in the Northern District of California, Tinkers & Chance 

was a California partnership comprised entirely of Mr. Heit and Mr. Marcus.   

Indeed, in addition to the recent patent office filings, up until shortly before Tinkers & 

Chance filed this suit LeapFrog is informed that all of Tinkers & Chance’s business was 

conducted out of the Northern District of California.  At a minimum, all of Tinkers & Chance’s 

business with LeapFrog has been conducted exclusively in the Northern District of California.  

VanEss Decl., ¶6.  Tinkers & Chance first contacted Emeryville, California-based LeapFrog 

regarding potential licensing of its then-existing patent portfolio in October of 2002.1   VanEss 

Decl., ¶¶7-8.  This initial communication bore a San Francisco address.  VanEss Decl., ¶8. 

Tinkers & Chance next approached LeapFrog regarding its patents in early 2004.  VanEss 

Decl., ¶9.  Tinkers & Chance corresponded with LeapFrog from San Francisco in January of 

                                                 
1 The first contact regarding licensing did not involve the patent in suit as it was not filed until June of 2003. 
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2004.  VanEss Decl., ¶9.  Tinkers & Chance also made a presentation to LeapFrog in January of 

2004 at LeapFrog’s headquarters in Emeryville, California.2  VanEss Decl., ¶9.   

Tinkers & Chance again met with LeapFrog in Emeryville in June of 2004.  VanEss 

Decl., ¶10.  In conjunction with their June 2004 meeting, Tinkers & Chance and LeapFrog 

executed a nondisclosure agreement.  VanEss Decl., ¶10.  In that agreement, Tinkers & Chance 

indicated it was a California partnership.  VanEss Decl., ¶10. 

As indicated in its Complaint, Tinkers & Chance sent additional correspondence in 

September of 2004, and again in February of 2005.  VanEss Decl., Exhs. 1 & 6.  This 

correspondence originated from Los Altos Hills, California. VanEss Decl., Exhs. 1 & 6.  It turns 

out, not surprisingly, that the Los Altos Hills address that Tinkers & Chance used in September 

of 2004 is Warren Heit’s home address.  Wales Decl., Exh. 11 at 2. 

Thus, up through just days before this suit was filed, Tinkers & Chance proclaimed itself 

to be a California partnership, which had offices located in San Francisco and Los Altos Hills.  

Now, as of the filing of its Complaint against LeapFrog, Tinkers & Chance purports to be a 

Texas partnership.  See Complaint, ¶1.  However, there appears to be no telephone listing for 

Tinkers & Chance in the State of Texas, nor any registration for Tinkers & Chance as a business 

operating in the State of Texas.  Wales Decl., ¶14 & Exh. 12. 

Finally, LeapFrog is doubtful that Tinkers & Chance conducts any business from its 

Texas offices, but instead believes that the address listed in the Complaint is simply a transparent 

attempt to bolster the connection between its lawsuit and this District.  Indeed, the Richardson, 

Texas Tinkers & Chance address set forth in the Complaint happens to be a suite one floor above 

the Richardson offices of its lawyers, Haynes & Boone, L.L.P.  Wales Decl., Exh. 13.  Thus, it 

appears that Tinkers & Chance, in actuality, has little or no connection with this forum. 

                                                 
2 Two members of Kerlin Capital Group LLC, investment bankers, also attended the meetings with LeapFrog on 
behalf of Tinkers & Chance.  These two percipient witnesses are located in Los Angeles, California. VanEss Decl., 
¶9.   Kerlin Capital represented itself to be a part owner of Tinkers & Chance.  VanEss Decl., ¶9. 
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III. STANDARD FOR A 28 U.S.C. SECTION 1404(A) CHANGE OF VENUE 

MOTION 

A lawsuit may be transferred pursuant to 28 U.S.C. section 1404(a) for the convenience 

of the parties and interests of justice in any district in which the action might have been brought.3  

John Hanby & Hanby Envtl. Lab. Procedures v. Shell Oil Co., 144 F. Supp. 2d 673, 676 (E.D. 

Tex. 2001) (granting motion to transfer).  On a motion to transfer pursuant to section 1404(a), 

the Court must balance two interests: (1) the convenience of the private litigants, and (2) the 

public interests in the fair and efficient administration of justice.  Id. at 676-77.   

With regard to the convenience of the litigants, the following factors are relevant and 

must be weighed: (1) the plaintiff’s choice of forum; (2) the convenience of parties and 

witnesses; (3) the place of the alleged wrong; (4) the cost of obtaining witnesses; (5) the 

accessibility and location of sources of proof; and (6) the possibility of delay if transfer is 

granted.  Id.4   

With regard to the public interests, the following factors must be weighed: (1) the 

administrative difficulties caused by court congestion; (2) the local interest in adjudicating local 

disputes; (3) the unfairness in burdening citizens in an unrelated forum with jury duty; and (4) 

the avoidance of problems in conflict of laws.  Id.   

IV. THE CONVENIENCE OF THE PARTIES WEIGHS HEAVILY IN FAVOR OF  

TRANSFER 

In this case, virtually every convenience factor weighs in favor of transfer. 

First and most importantly, every party and every witness is located in the Northern 

District of California.  Defendant LeapFrog is located in Emeryville, California.  All of 

                                                 
3 As a threshold matter, this action clearly could have been brought in the Northern District of California.  Both 
Plaintiff and LeapFrog are located in the Northern District of California, and all events relevant to this lawsuit 
occurred in the Northern District of California.  Indeed, Tinkers & Chance has previously filed a patent infringement 
suit on a related patent in the Northern District of California. 
4 “Location of counsel” is no longer considered a relevant factor.  In re Horseshoe Entertainment, 337 F.3d 429, 
434 (5th Cir. 2003). 
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LeapFrog’s engineers, and other potential witnesses are located in Emeryville, California.  All 

relevant documents are located in San Francisco, Emeryville, or Los Altos Hills, California.  

Similarly, plaintiff Tinkers & Chance is also located in the Northern District of 

California.  The principals of Tinkers & Chance and inventors of the patents-in-suit, Warren Heit 

and Brian Marcus, both California lawyers, are located in the Northern District of California.  

Mr. Marcus is also the prosecuting attorney for the patent-in-suit.  All communication with the 

PTO relating to the patent-in-suit and related patents originated from the Northern District of 

California.  In addition, members of Kerlin Capital (a California entity that is believed to be a 

part owner of Tinkers & Chance) who participated in Tinkers & Chance’s licensing efforts, are 

also located in California, and in fact, are not subject to compulsory process in Texas.  Thus, 

with regard to the parties, the witnesses, and the documents (the second, fourth, and fifth 

factors), the Northern District of California is certainly the most convenient forum.   

The third factor, the place of the alleged wrong, also weighs in favor of transfer.  All 

events giving rise to this litigation occurred in the Northern District of California.   

The only factor that would appear to weigh in favor of transfer here is the first factor, 

plaintiff’s choice of forum.  Given the great number of factors favoring transfer, this factor 

should not defeat transfer.  Indeed, plaintiff’s choice of forum is given only minimal deference if 

it is not the plaintiff’s home forum, or has little factual nexus to the case.  See Hanby, 144 F. 

Supp. 2d at 677; see also Hinka Lighting, Inc. v. Trans Global Imps., 2003 U.S. Dist. LEXIS 

8862, at *6 (N.D. Tex. May 23, 2003) (holding plaintiff’s choice of forum is accorded less 

weight where the majority of operative facts occurred outside the jurisdiction). 

Moreover, district courts in the Fifth Circuit have regularly transferred cases to more 

convenient forums where the plaintiff’s only connection to the forum was a limited number of 

employees, or sales in the district.  See, e.g., ProShot Golf v. Leading Edge Techs., Inc., 1996 

U.S. Dist. LEXIS 21695 (N.D. Tex. Oct. 31, 1996); Samsung Electronics Co. v. SanDisk Corp., 

No. 9:02-CV-00058-JH, slip. op. at 4 (E.D. Tex. July 19, 2002).  Here, plaintiff has no real 

connection to the district.  Transfer to the district in which plaintiff and defendant are located, 

and which has substantial connections to the case, is clearly appropriate. 
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V. THE INTERESTS OF JUSTICE WEIGH IN FAVOR OF TRANSFER 

The interests of justice also weigh in favor of transfer.  In particular, the local interest in 

adjudicating local disputes and unfairness in burdening citizens in an unrelated forum factors 

weigh heavily in favor of transfer.  Here, the Northern District of California clearly has the most 

substantial connection to this dispute.  The plaintiff is comprised of two California lawyers who 

are the inventors of the patent-in-suit, prosecuted the patent-in-suit, and attempted to license the 

patent-in-suit from their law offices or homes in the Northern District of California.  LeapFrog is 

also located in the Northern District of California.  The substantial connections with the Northern 

District of California weigh in favor of the California forum because of the local interest in 

Northern California in the dispute and against the Texas forum because of the unnecessary 

burden that would be imposed on the Texas jury pool with a non-local dispute.  In addition, it is 

inappropriate to further congest this Court’s docket with a case with little or no connection with 

this district.   

VI. CONCLUSION 

For the foregoing reasons, LeapFrog respectfully requests that this case be transferred to 

the Northern District of California. 

DATED: September 23, 2005 Respectfully submitted, 

By:  /s/ S. Calvin Capshaw by permission Scott Wales  

 
S. Calvin Capshaw  
State Bar No. 03783900  
BROWN McCARROLL LLP  
1127 Judson Road, Suite 220,  
P.O. Box 3999 
Longview, Texas 75601-5157  
Telephone: (903) 236-9800  
Facsimile: (903) 236-8787  
E-Mail: ccapshaw@mailbmc.com 
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Henry C. Bunsow 
California Bar No. 060707 
K.T. Cherian 
California Bar No. 133967  
Scott Wales 
California Bar No. 179804 
HOWREY LLP 
525 Market Street, Suite 3600 
San Francisco, California 94105  
Telephone:  (415) 848-4900 
Facsimile:  (415) 848-4999 
E-Mail:  bunsowh@howrey.com   
E-Mail:  cheriank@howrey.com  
E-Mail:  waless@howrey.com    
 

 
Attorneys For Defendant  
LEAPFROG ENTERPRISES, INC. 
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